FOREIGN CLIENT ENGAGEMENT LETTER FOR US PATENT/TRADEMARK PROSECUTIONS (SIGNED BY CLIENT)
[NAME OF FIRM]
This form engagement letter should be used anytime the Firm is entering into an agreement with a new foreign client.  This letter engages a foreign associate and is signed by the foreign client. **This form is most desirable from an ethics standpoint if the Firm is engaging a foreign associate and doing work for a foreign client.
[ ] indicate where to add case-specific material (not necessarily in capital letters). 

Applicable Rules (which apply to engagement letters in general and are not specific to foreign clients and/or foreign associates because most, if not all, states do not have rules specific to foreign clients and/or foreign associates):  


California:  Rule 4-200; B&P §6146 et seq.

Massachusetts:  Rule 1.5

Texas:  Rule 1.04

Washington D.C.:  Rule 1.5

Delaware:  Rule 1.5

Minnesota:  Rule 1.5

New York:  Ethical Canons 2-17 – 2-23; Disciplinary Rule 2-106

Georgia:  Rule 1.5
 

[DATE]

[INSERT CLIENT NAME]
c/o [FOREIGN ASSOCIATE NAME]

[FOREIGN ASSOCIATE ADDRESS]


Re:
New Matter Engagement Agreement for [INSERT CLIENT NAME]


[INSERT MATTER NAME]

Dear [INSERT CLIENT NAME]:
[NAME OF FIRM] (the “Firm”) is pleased to be entering into a professional relationship with [INSERT CLIENT NAME], [INSERT DESCRIPTION OF CLIENT (e.g., “an individual” or, “a corporation”)] (the “Client”) to file and prosecute United States patent/trademark applications.  This is an engagement letter and its primary purpose is to be sure we have a clear understanding of how the attorney-client relationship will work.  We will cover the key issues in the following paragraphs.  If [you/your company] [have/has] any concerns with, or questions about, the approach we describe, or if there are other issues [you/your company] [believe/believes] should be covered, please let us know immediately. 
It is our understanding that our attorney-client relationship will be with [INSERT CLIENT NAME], but that [INSERT FOREIGN ASSOCIATE NAME], will be our main contact since [you/your company] [are/is] located outside the United States.  We will file and prosecute United States patent/trademark applications on behalf of [INSERT CLIENT NAME], as requested by [INSERT FOREIGN ASSOCIATE NAME].
[THE NEXT PARAGRAPH, ALTHOUGH ENCOURAGED, IS OPTIONAL BASED ON THE FIRM’S RELATIONSHIP WITH THE CLIENT.  IF THIS LANGUAGE IS NOT INCLUDED HEREIN, THERE IS ALSO A SEPARATE FORM WAIVER LETTER TO ADDRESS SUCH CONFLICTS AS THEY ARISE.]

This letter confirms with you that our agreement to represent [you/your company] is conditioned upon the understanding that the Firm is free to represent any clients (including [your/your company’s] adversaries or competitors) and to take positions adverse to [you/either your company or a [INSERT CLIENT NAME]-affiliated entity] in any matters (whether involving the same substantive area(s) of law for which [you/your company] [have/has] retained us or some unrelated area(s), and whether involving business transactions, counseling, intellectual property prosecution, litigation or otherwise), which do not involve the same factual and legal issues as matters for which [you/your company] [have/has] retained us or may hereafter retain us.

[IF ABOVE PARAGRAPH IS NOT INCLUDED, PLEASE ADD THE FOLLOWING TO INTRODUCTORY PARAGRAPH:  “Please be aware that should additional conflicts waivers be required, they will be executed in separate agreements which will be considered along with this engagement letter to be the complete agreement of the representation between the Firm and [INSERT CLIENT NAME].”]
I, [INSERT ATTORNEY NAME], will have primary responsibility for the patent/trademark services to be provided for the Client by the Firm.  Our goal is to provide effective and high quality legal services in an efficient manner.  The Firm will take reasonable steps to ensure that [you/your company] [are/is] informed as to the status of the matter as it proceeds, primarily by providing status updates to [INSERT FOREIGN ASSOCIATE NAME].
Our fees for professional services are based on the actual time spent.  Our invoices will contain detailed daily records of each task performed, who performed it, and how long it took.  We review these records before invoices are sent out, and sometimes make adjustments, usually to avoid a disparity between the time charged and the services rendered or the results achieved.  (Please note:  such adjustments are never made to a bill to charge Client for time not spent by a professional of the Firm, but often to correct an inadvertent error made in time entry.)
While professional services are billed at hourly rates, certain other services are billed at flat rates.  Typically, these other services are performed by specialists within the Firm, (e.g., preparation of foreign patent or trademark applications by our foreign filing department, computer database searching by our search specialists, and payment of patent and trademark annuities and maintenance fees by our docketing/annuities department).  A full schedule of these rates is enclosed.  We typically review and adjust our rates annually.

Out-of-pocket disbursements made by the Firm on Client’s behalf will be billed at actual cost.  Copying and fax services provided by our staff are charged on a per page basis, at a rate of [__] cents per page for copying and $[__] per page for outgoing faxes.  [IF APPLICABLE, ALSO INSERT PER PAGE CHARGE FOR INCOMING FAXES.]    (Please note:  billing for some disbursements may be delayed several months because of delays in our own receipt of invoices; however, we will make every effort to bill such disbursements in a timely manner.)
We normally send bills monthly.  Although our attorney-client relationship is with [INSERT CLIENT NAME], our bills will be sent to [you/your company] in care of [INSERT FOREIGN ASSOCIATE NAME].  If there are any special circumstances that require a different arrangement, please let us know right away.  As you receive our bills, please do not hesitate to contact us or [INSERT FOREIGN ASSOCIATE NAME] if there are any questions.  We are eager not only to provide outstanding services, but to be sure that the charges for those services are fair and appropriate.  In the absence of a problem with a bill, or a special arrangement made in advance with the Firm, we expect payment within one month from the date on our bill.  We reserve the right to charge interest, at a rate of [INSERT RATE AND METHOD OF CALCULATION] in the event of delinquency.  
 [**IF APPLICABLE, ADD FOLLOWING PARAGRAPH (OR SECURITY DEPOSIT INSERT).]

Pursuant to agreement with [INSERT FOREIGN ASSOCIATE NAME], we will expect an advance payment of $[INSERT DOLLAR AMOUNT].  This amount will be placed in the Firm’s client trust account, and will later be withdrawn as work proceeds and applied against outstanding balances owed by the Client to the Firm.

[You/Your company] [have/has] the right to terminate the attorney-client relationship with the Firm at any time and for any reason.  The Client, however, will continue to be responsible for any accrued fees, or fees that [he/she/they/it] continue[s] to accrue.  The Firm has the right to terminate the relationship with the Client should the relationship require termination pursuant to the rules of ethics and conduct for U.S. attorneys and/or if the Client (or third party payor for Client) becomes delinquent in payment of fees/costs due to the Firm.  The Client may request that [his/her/their/its] file be provided by the Firm upon termination of the attorney-client relationship.  Please keep in mind, however, that the current Firm policy is to maintain client files on intellectual property prosecution matters in electronic form only, and the Client will be required to inform either [INSERT FOREIGN ASSOCIATE NAME] or the Firm itself if [he/she/they/it] [has/have] any questions about, or concerns with such policy.
This engagement agreement will be governed and interpreted in accordance with the laws of the State of [INSERT STATE FOR APPROPRIATE OFFICE].

The Firm takes very seriously compliance with U.S. export controls, including the Export Administration Regulations (“EAR”) administered by the Department of Commerce and the International Traffic in Arms Regulations (“ITAR”) administered by the Department of State.  Consequently, the Firm will not disclose to any foreign person any technical data or information that Client provides to us that Client has identified as controlled by the EAR or ITAR, unless such disclosure is authorized by license or exemption.  If, at any time, Client has questions about whether certain technical data or information should be identified as EAR- or ITAR-controlled, Client may seek the Firm’s assistance by asking the Firm for help on that issue.  In the absence of such an identification or request for assistance, the Firm may make use of our foreign office(s) in pursuing Client’s interests, which may include transmission of information, including technical information such as invention disclosures, product descriptions, etc., to our foreign office(s).  Of course, such transmissions will be in confidence, as per our ethical obligations to all clients of the Firm.
Please indicate by signing below that you have read the foregoing, understand it, and give your consent [individually/on Client’s behalf] to the representation on the terms and conditions set forth above.

Very truly yours,

[NAME OF FIRM]
[INSERT ATTORNEY NAME]

Understood and agreed to:
[INSERT CLIENT NAME]

By:


[IF APPLICABLE, INSERT TITLE OF CLIENT REPRESENTATIVE]
Date:
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